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REMARKS 

These amendments and remarks are being filed in response to the Office Action dated June 
8, 2004. For the following reasons this application should be allowed and the case passed to issue. 

No new matter is introduced by this amendment. New claims 20-25 read on the elected 
species. The amendment to claim 10 is supported by the specification at page 6, lines 14-16. New 
claims 20, 22, and 23 are supported by the specification at page 5, lines 5-10. Support for new 
claim 2 1 is found in claim 1 . Claim 4 supports new claim 24 and new claim 25 is supported by the 
specification at page 6, lines 14-16. 

Claims 1-25 are pending in this application. Claims 5-9 and 11-19 have been withdrawn 
from consideration pursuant to a restriction requirement. Claims 1-4 and 10 are rejected. Claims 
20-25 are newly added. Claim 10 has been amended in this response. 

Claim Rejections Under 35 U.S.C. §112 

Claim 10 was rejected under 35 U.S.C. § 1 12, first paragraph, as failing to comply with the 
written description. The Examiner alleged that specification does not adequately disclose how the 
melting point of the coating is lower than the melting point of the first part. 

Claim 10 was rejected under 35 U.S.C. § 112, second paragraph, as being indefinite because 
the specification does not adequately disclose how the melting point of the coating is lower than the 
melting point of the first part. 

These rejections are traversed, and reconsideration and withdrawal thereof is respectfully 
requested. 
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Claim 10 has been amended to require that the melting point of the coating is lower than the 
melting point of the second part. Applicants submit that claim 10 fully comports with the 
requirements of 35 U.S.C. § 112. 

Claim Rejections Under 35 U.S.C. §102 
Claims 1-4 and 10 were rejected under 35 U.S.C. 102(b) as being anticipated by Kasugai et 
al. (U.S. Patent No. 5,104,472). 

Claims 1-4 and 10 were rejected under 35 U.S.C. 102(b) as being anticipated by Prince 
(U.S. Patent No. 6,189,744). 

Claims 1-4 were rejected under 35 U.S.C. 102(e) as being anticipated by Pachciarz et al. 
(U.S. Patent Application No. 2001/0042752). 

These rejections are traversed, and reconsideration and withdrawal thereof respectfully 
requested. The following is a comparison between the instant invention as claimed, and the cited 
prior art. 

An aspect of the present invention, per claim 1 , is an insert mold structure comprising a first 
part constituted from a thermoplastic material. A second part, coated with a paint made from the 
same material as the first part, is insert-molded into the first part. 

The Examiner asserted that Kasugai et al., Prince, and Pachciarz et al. disclose the claimed 
structure. 

A "cpating" is a film formed by any material that will form a continuous film over a surface 
{McGraw-Hill Dictionary of Scientific and Technical Terms, 5th ed, p. 394, attached). The term 
"insert-mold" means to unite a first element with a second element by forming the first element with 
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the second element inserted therein in a proper mold. Insert-molding is described in the 
specification at the last line of page 4 to line 10 of page 5. During insert-molding, the first part 
tightly adheres to a peripheral surface of the second part so as not to leave a gap. Subsequently, the 
coating is partly fused with the first part and forms an adhesive layer while the first and second part 
are insert-molded. The adhesion layer provides a gas-tight and liquid-tight adhesion between the 
first part and the second part. 

Contrary to the assertions of the Examiner, the claimed "paint made of the same material as 
the first part" combined with the claimed "second part insert-molded in the first part" are structural 
limitations. Further, they are structural limitations, not disclosed by Kasugai et al., Prince, and 
Pachciarz et al. Therefore, Kasugai et al., Prince, and Pachciarz et al. do not anticipate the claimed 
insert mold structure. 

Kasugai et al. does not disclose or suggest a coating on the central tube and is silent about 
material limitations of the parison P. Though the Examiner considered the filler 1 5 and base portion 
23 as the coating, they are distinguishable from the coating required by the instant claims. The filler 
1 5 and base portion 23 of Kasugai could not form a continuous film on the central tube 21 . In 
addition, the Examiner maintains that the recited paint limitation in the instant claims does not 
require any structure that is not in the reference. However, as explained above, the paint limitation 
combined with the insert-molded limitation is a distinguishable structural limitation over the 
structure disclosed by Kasugai et al. 

Pachciarz et al. does not disclose or suggest the required coating on the Examiner asserted 
first part and second part (fuel tank 12 and base ring 22, respectively). 

Prince fails to disclose or suggest the required paint made of the same materials as the first 
part, the second part insert molded in the first part, and the coating comprising the thermoplastic 
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material, as required by claim 1. According to Prince, a bond between the tube 8 and the cone 1 is 
formed by means of local heating, not by insert-molding. Thus, there is no assurance that gap-free 
adhesion is achieved to provide gas and liquid-tightness. 

The factual determination of lack of novelty under 35 U.S.C. § 102 requires the disclosure 
in a single reference of each element of a claimed invention. Helifix Ltd. v. Blok-LokLtd., 208 F.3d 
1339, 54 USPQ2d 1299 (Fed. Cir. 2000); Electro Medical Systems S.A. v. Cooper Life Sciences, 
Inc., 34 F.3d 1048, 32 USPQ2d 1017 (Fed. Cir. 1994); Hoover Group, Inc. v. Custom Metalcraft, 
Inc., 66 F.3d 399, 36 USPQ2d 1101 (Fed. Cir. 1995); Minnesota Mining & Manufacturing Co. v. 
Johnson & Johnson Orthopaedics, Inc., 976 F.2d 1559, 24 USPQ2d 1321 (Fed. Cir. 1992); 
Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051 (Fed. Cir. 
1987). Because Kasugai et al. and Pachciarz et al. do not disclose that the second part is coated with 
a paint made of the same material as the first part, and Prince does not disclose the required paint 
made of the same materials as the first part, the second part insert molded in the first part, and the 
coating comprising the thermoplastic material, as required by claim 1, Kasugai et al., Pachciarz et 
al., and Prince do not anticipate claim 1. 

Applicant further submits that Kasugai et al., Pachciarz et al., and Prince do not suggest the 
claimed insert mold structure. 

New claims 20-25 are allowable for at least the same reasons discussed above. 

The dependent claims are allowable for at least the same reasons as the independent claims 
from which they depend, and further distinguish the claimed invention, for example claims 3 and 23 
further require that the coating and second part are heat-treated. Claims 4 and 24 require that the 
first part is made of a resin and the second part is made of a metal. Claims 10 and 25 further require 
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that the melting point of the coating is lower than the melting point of the second part. The prior art 
does not suggest the claimed insert mold structure with these additional limitations. 

In view of the above remarks, Applicants submit that this application should be allowed and 
the case passed to issue. If there are any questions regarding this Amendment or the application in 
general, a telephone call to the undersigned would be appreciated to expedite the prosecution of the 
application. 

To the extent necessary, a petition for an extension of time under 37 C.F.R. 1.136 is hereby 
made. Please charge any shortage in fees due in connection with the filing of this paper, including 
extension of time fees, to Deposit Account 500417 and please credit any excess fees to such deposit 
account. 



600 13 th Street, N.W. 
Washington, DC 20005-3096 
202.756.8000 BPC:BPC 
Facsimile: 202.756.8087 
Date: September 8, 2004 



Respectfully submitted, 



MCDERMOTT WILL & EMERY LLP 




Bernard P. Codd 
Registration No. 46,429 
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direction of travel of a radio wave when it crosses a shoreline 
obliquely. Also known as land effect. . { 'kos-tal rilfrak-shan ( 

coastal sediment [geol] The mineral and organic deposits 
of deltas, lagoons, and bays, barrier islands and beaches, and 
the surf zone. . { 'kos-tal 'sed-a-mant ) 

coast Chart [nav] A nautical chart for use in inshore, coast- 
wise navigation when a course carries a vessel inside outlying 
reefs and shoals, for use in entering or leaving bays and harbors 
of considerable size, or for use in navigating larger inland wa- 
terways. { 'kost .chart) 

coaster ,:[nay arch]. A small merchant ship, about200 feet 
(61 meters) long, which operates near coasts, in rivers and es- 
tuaries, and on short ocean passages. { 'ko-star ) 

coast guard Iqrd] ...A naval.force which guards a coast and 
ensures the order, safety, and .-effective operation of. traffic on 
the coastal waters. { 'kost ,gard ) 

coast guard cutter . [nav arch] A small, armed- boat in a 
coast guard.- ( 'kost ,gard ,kad-ar ) 

Coast Guard lines [nav] Lines established by the U.S. Coast 
Guard for separating areas of the sea where the inland rules of 
the road: apply, from those areas where the international rules 
apply. { 'k6st,gard ,IInz ); 

Coast Guard station [nav] In American usage, any building 
on the coast used to house.personnel and equipment for saving 
life at . sea. Also known as Jife-saving station. { 'kpst ,gfird 
,sta-shan ) - : ._ . ■ ■.: 

coast Ice See fast ice. { 'kost ,1s ) '' ■ ■< 

coasting [nav] Proceeding approximately parallel to a coast- 
line and near enough to be in pilot waters most of the time. 
{ 'ko-stin ) . 

coasting flight [aero eng] The flight of a rocket between 
burnout or thrust cutoff of one stage and ignition of another, or 
between burnout and .summit altitudp or maximum horizontal 
range. [ 'ko-stin ,fllt ) , 

coastline , [geogr]'. 1. The line . that forms the boundary be- 
tween the shore and the coast; . 2. The line that forms the bound- 
ary between the water and the land. ( 'kost.un ( 

coastllnlng [map] The process of obtaining datafrpm which 
the coastline can be drawn on a chart.- ( 'kost,Iurirj ) 

coast pilot ■ [nav] A book serving as an adjunct to nautical 
charts, containing important information which cannot be shown 
conveniently on the charts, and not readily available elsewhere; 
prepared by the U.S.- Coast and Geodetic Survey, for coastal 
waters of Continental United States, Hawaii, the Virgin Islands, 
and Puerto Rico; and by the U.S. Naval Oceanographic. Office, 
for foreign waters. Also known as sailing directions, { Ikost 
.pl-lat) : ; . •' i.v., . ' 

coast piloting [nav] . The directing of the movements of a 
vessel near a coast by means of terrestrial: reference points. 
{ 'kost ,pMad-irj ) . 

coast shelf See. submerged coastal plain. • { 'kost ;?helf ) , 
coastwise navigation [nav] Navigation in the vicinity of a 

coast, in contrast to offshore; navigation at a distance from a 

coast. ( 'kost,wiz;,nav;a'ga-shan ) 

coated abrasive [mater] An abrasive product having the 

abrasive particles attached to a backing material wilhglueor a 

synthetic resin. { 'kod-ad a'bra-siv | . > , : ' . . 

coated cathode [electr] A cathode that has , been .coated 

with compounds to vincrease electron; emission. { .. 'kod-ad 

'kath.od ( .. 
coated electrode [met] < A wire covered with metal oxides 

and silicates and used as.a filler-rmetal electrode uvarc welding. 
.. Also known as covered electrode, { 'kod-ad i ! lek,trod ).,; 
coated fabric . [text]- A fabric that has been coated, covered, 

or impregnated with substances such as lacquer, varnish, rubber, 

or polymers. { 'kod-ad 'fab-rik [ 

coated filament ', [electr] A vacuum-tube filament coated 
with , metal oxides to . provide increased electron emission, 
{..'kod-ad 'filra-mant ). 

coated lens [optics] , A lens whose surfaces have been coated 
with a thin, transparent film having an index of refraction that 
minimizes light loss by .reflection,, { 'kod-ad 'lenz } . , . -„ !> ■; 

coated paper [mater]... Paper with a.surface coating of : clay- 
and other materials to produce a smooth, shiny surface; espe- 
cially useful for fine,;detailed, blur-free reproductions in-colpr 
or black and .white; ■„ Also, known' as enamel paper. ( ! k5d-ad, 

,'pS-par). ■ ' - , ■ :>;■ ■>./.■■: ■ 

coated pit [cytol] A cell- surface depression, that is posted 



with clathrin on its cytoplasmic surface and functions in recep. 

tor-mediated endocytosis. ) 'kod-ad 'pit ) 
coat hanger die [eng] A plastics-sheet slot die shaped like 

a coat hanger on the inside. { 'kot ,harj-ar ,dl ) 
coati [vert zoo] The common name for three species of 

carnivorous mammals assigned to the raccoon family (Procyon- 

idae) characterized by their elongated snout, body, and tail. 

{ ka'wad-e } 

coating [mater] 1 . Any material that will form a continuous 
film over a surface. 2. The film formed by the material. { 'kg* 
iQ } 

coating density ratio [met] In thermal spraying, the ratio of 
actual density to theoretical density of the coating material used. 
{ 'kod-ig ,den-sad-e ,ra-sho | 

coax See coaxial cable. { 'ko.aks } 

coaxial [mech] Sharing the same axes, [mech eng] 
Mounted on independent concentric shafts. | ko'ak-se-al ) 

coaxial antenna [electromag] An antenna consisting of a 
quarter-wave extension of the inner conductor of a coaxial line 
and a radiating sleeve that is in effect formed by folding back 
the outer conductor of the coaxial line for a length of approxi- 
mately a quarter wavelength. { ko'ak-se-al an'ten-a ) 

coaxial attenuator [electromag] An attenuator that has a 
coaxial construction and terminations suitable for use with co- 
axial cable. { ko'ak-se-al a'ten-ya,wad-ar ) 

coaxial bolometer [electr] A bolometer in which the de- 
sired square-law detection characteristic is provided by a fine 
Wollaston wire element that has been thoroughly cleaned before 
being axially located and soldered in position in its cylinder. 
( ko'ak-se-al ba'lam-ad-ar ) 

coaxial cable [electromag] A transmission line in which 
one conductor is centered inside and insulated from an outer 
metal tube that serves as the second conductor. Also known as 
Coax; coaxial line; coaxial transmission line; concentric cable; 
concentric line; concentric transmission line. { ko'ak-se-al 'ka- 
bal ) 

coaxial capacitor See cylindrical capacitor. { ko'ak-se-al 
ka'pas-ad-ar ) 

coaxial cavity [electromag] A cylindrical resonating cavity 
having a central conductor in contact with its pistons or other 
reflecting devices. { ko'ak-se-al 'kavad-S ) 

coaxial cavity magnetron [electr] A magnetron which 
achieves mode separation, high efficiency, stability, and ease of 
mechanical tuning by coupling a coaxial high Q cavity to a 
normal set of quarter-wavelength vane cavities. { ko'ak-se-al 
,kavad-e 'mag-na,tran ) 

coaxial circles [math] Family of circles such that any pair 
have the same radical axis. ( ko'ak-se-al 'sar-kalz } 

coaxial connector [electromag] An electric connector be- 
tween a coaxial cable and an equipment circuit, so constructed 
as to maintain the conductor configuration, through the separa- 
ble connection, and the characteristic impedance of the coaxial, 
cable. { ko'ak-se-al ka'nek-tar } 

coaxial-cylinder magnetron [electr] A magnetron in 
which the cathode and anode consist of coaxial cylinders.. 
{ ko'ak-se-al ,sil-an-dar 'mag-na,tran ) 

coaxial cylinders [math] Two cylinders whose cylindrical 
surfaces consist of the lines that pass through concentric circles 
in a given plane and are perpendicular to this plane. { ko'ak - 
se-al 'sihan-darz ) 

coaxial diode [electr] A diode having the same outer di- 
ameter and terminations as a coaxial cable, or otherwise de- 
signed to be inserted in a coaxial cable. { k5'ak-se-al 'dl.od ) 

coaxial filter [electromag] A section of coaxial line having 
reentrant elements that provide the inductance and capacitance 
of a filter section. { ko'ak-se-al 'fil-tar ) 

coaxial hybrid [electromag] A hybrid junction of coaxial 
transmission lines. ( ko'ak-se-al 'hi.brad ) 

coaxial isolator [electromag] An isolator used in a coaxial 
cable to provide a higher loss for energy flow in one direction 
than in the opposite direction; all types use a permanent mag- 
netic field in combination with ferrite and dielectric materials. 
{ ko'ak-se-al 'T-sa,lad-ar ) 

coaxial line See coaxial cable. | ko'ak-se-al 'lln } ■ 
coaxlal-line resonator [electromag] A resonator consist- 
ing of a length of coaxial line short-circuited at one or both ends. 
{ ko'ak-se-al ,lln 'rez-an,ad-ar } 

coaxially fed linear array [electromag] A beacon antenna 
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